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Patent information for IP strategy

Legal

Business

Tech

• Semantic analysis
• Citations
• Classification
• Inventors
• Divisionals

• Application status
• Countries
• Timeline

• Exclusive licensing
• Assignments

• Oppositions, PTAB re-exams/Inter Parte Reviews
• Litigation
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My history of PIU for C-levels & investors

2001-2006: Tech expert for Kudelski C-level competition watch & M&A

• Patent publications from online WIPO & EP registers

=> professional database subscriptions

2007-2010: IP management & strategy for the Kudelski group

• Strategies at different product lifecycles, with patent information metrics

• Manual count for quantitative trends landscaping in MS-Office

=> patent analytics s/w additions in the 2010s

2010-2017: IPStudies patent analytics for licensing programs (ICT & Biotech)

• Claim mapping out of 10000+ under-licensed patents in smartphones

• Preliminary FTO analysis on 20000+ biotech patent families yearly

• Manual retrieval of individual continuation/continuation in part 

members latest claim status in US PAIR

Þ patent analytics legal prosecution mining

2014-2018: Worldwide provider of CRISPR gene editing patent analytics

• Intense patent & licensing wars by IP strategists in the biotech world 

started long before patent granting

=> WE NEED MORE ADVANCED PATENT ANALYTICS TOOLS
FOR COMPETITIVE INTELLIGENCE IN EARLY PROSECUTION STAGE
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CRISPR – Revolutionary biotechnology

2012 discovery of the simplest “cut 
& paste” DNA editing tool ever 

developed by mankind
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CRISPR patent competition – Media coverage
Most media, C-levels, and investors, focus 

on the two main academic pioneers and 
competing licensors

• The Broad Institute (Harvard MIT)

• Uni California Berkeley (+Charpentier)
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Applications Cells and organisms Covered molecular tools

CRISPR patent competition – Landscape view
2014 – 96 patent families

2018 – 2600+ patent families 
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Case study #1 - Deeper register information:  
Inventors

2014 – Deeper register information 
reveals conflicts of interests between 
inventors (and/or applicants)

2018 – The first granted pioneering 
CRISPR granted patent in Europe is 
revoked due to conflict of inventorship 
between the priority document and the 
EP filing  
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Registers: inventor data of strategic interest
• Early evidence of 

conflict of interest 
between 
Berkeley/Doudna
and Charpentier

• Resulted in two 
competing 
companies

• Filed Jun 2013 -
Data visible in PAIR: 
Nov 2013

Founded May 2014

Founded Oct 2013
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Registers: inventor data of strategic interest

41 claims

49 claims

source Patbase - only EP, US, WIPO shown
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Case study #2 - Deeper register information: 
Third Party Observations (TPO)

• Since 2011-2012 online (anonymous) Third Party Observations services 
at EPO, USPTO and WIPO as very efficient defensive IP tactical tool
• Anonymous at EPO and WIPO
• No fees due at EPO and WIPO
• Can be filed during examination
• Possible submission at WIPO between 18 months (publication) and 

28 months (preparation of national phase entry at 30 months) is 
transmitted to offices: “one file reaches all”

• 2012-2017: 5 years WIPO TPO stats www.wipo.int/export/sites/www/pct/en/circulars/2018/1527.pdf

• 1422 observations for 1394 int’l applications
• 78% anonymous
• 29% citing non patent literature
• Advanced search on patentscope: “TPO:1”

2% of the WIPO TPO since 2012 are CRISPR related!

www.wipo.int/export/sites/www/pct/en/circulars/2018/1527.pdf AND “TPO:1" ADVANCED SEARCH LANGUAGE IN PATENTSCOPE  

http://www.wipo.int/export/sites/www/pct/en/circulars/2018/1527.pdf
http://www.wipo.int/export/sites/www/pct/en/circulars/2018/1527.pdf
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Registers: TPO data of strategic interest
• Early evidence of 

fierce fights against 
CRISPR technology 
control in all offices

• Most pioneering 
CRISPR patents have 
been engaged into 
TPO battles 3-4 years 
before post-grant 
oppositions

• Hidden into the 
prosecution history 
data of individual 
members in EPO 
Register and USPTO 
PAIR

EP patent EP TPOs EP oppositions
Broad ‘468 2 9

Broad ‘162 - 8

Broad ‘103 17 7

Broad ’697 - 8

Broad ’898 1 6

Broad ’075 2 6

Broad’ 557 - 7

Berkeley 18 7

Vilnius 2 Still pending

Toolgen 5 Due 22.05.19

Sigma Aldrich - 1
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Case study #3 - Deeper register information:
Citations

• Within a worldwide family, USPTO registers are the most complete 
records due to Information Disclosure Statement legal obligations, but…
• Many US applicants disclose large, noisy lists of prior art
• Mix of academic and patent literature
• Identification of US examination citations (‘*’) only available in 

granted publication 
• No historical track record of citations along PAIR documents

• A mini-landscape on TPO prior art citations is the most relevant part of 
the prior art landscape, because:
• It has been selected by patent lawyers specifically against their 

claim reading on a competitor product or competing patent 
application

• It evolves over time as an indicator of moving claim coverage and 
counter-actions



13
CEPIUG Sep 2018

Registers: TPO citations of strategic interest
• Focus on the most 

relevant prior art

• Hidden into the 
prosecution history 
data of individual 
members in registers

EP patent EP 
TPOs

TPO citations: 
PL + NPL

EPB citations:
PL + NPL

Broad ‘468 2 1 + 5 3 + 18

Broad ‘103 17 …

Broad ’898 1 3 + 1 33 + 219

Broad ’075 2 4 + 1 16 + 85

Berkeley 18 …

Vilnius 2 6 + 2 5 + 5

Toolgen 5 …
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Conclusions

• Dozens of millions of IP investments by companies in a single year are 
only visible deeply in registers 

• Patent analytics tools – data mining and visualization – have 
significantly progressed in the past decade, but we need more:

• Search, aggregation and synthesis of IP wars data for early & 
continuous competitive intelligence

• Qualitative rather than quantitative analytics
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Q&A

More information and various media links covering the CRISPR patent stories:
www.ipstudies.ch

Contact for questions:
lebuhan@ipstudies.ch

http://www.ipstudies.ch/
mailto:lebuhan@ipstudies.ch

